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Reply 



In response to the Examiner's Answer, dated April 3, 2007, Appellant respectfully 
submits the following reply as permitted under 37 CFR §41. 41 (a)(1). The Examiner's Answer 
contained no new grounds of rejection and this response contains no new amendment, affidavit 
or other evidence. The following sections address the Examiner's Answer in order by topic as 
they appear in the Examiner's Answer starting on page 22 and section "(10) Response to 
Argument." 

I. Whether Claims 12-19 are unpatentable under 35 USC §l02(b) as being 
anticipated by U.S. Patent 6,115,739 to Ogawa et a). 

Independent Claim 12 

Claim 12 recites a method for transferring scanned imaging data from a scanning device 
to a personal imaging repository and comprises: 

"storing by the scanning device, in the composition store associated to the user, a link 
reference that identifies a location of the scanned imaging data. 

The rejection maintains that the user ID of Ogawa reads on the claimed link reference- 
As recited in the claim, the link reference "identifies a location of the scanned imaging data." 
The meaning is clear on its face. For a 35 U.S.C. §102 reference to anticipate a claim, the 
reference must teach each and every element of the claim. Section 2131 of the MPEP recites: 

A claim is anticipated only if each and every element as set forth in the claim is 
found, cither expressly or inherently described, in a single prior art reference, 
Verdegaal Bros. v. Union Oil Co. of California, 814 F.2d 628, 631, 2 USPQ2d 1051, 
1053 (Fed.Cir. 1987). 

Ogawa fails to teach each and every element of claim 12 because Ogawa fails to teach 
"storing by the scanning device, in the composition store associated to the user, a link reference 
that identifies a location of the scanned imaging data." The image scanner of Ogawa does not 
store the user ID. Rather the image scanner of Ogawa receives the user ID as input from a user 
and nowhere in Ogawa does it disclose that the user ID is stored by the scanning device. The 
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Examiner's Answer on page 28 states that Appellant's statement is "completely false." Yet, no 
citation in Ogawa has been provided that discloses "storing by the scanning device... a link 
reference" as claimed. Instead, the Examiner's Answer on page 28 only sets forth questions, 
none of which establish a storing step as claimed. Therefore, Appellant's statement is correct. 

The Examiner's Answer also cites to a combination of Ogawa's user ID and a memory 
means which has relationships of correspondence as reading on the claimed link reference. Page 
24, lines 2-5 of the Answer states: "It is this storing of correspondence between the user ID and 
the associated data that is interpreted as a link reference" and at the end of the first paragraph of 
page 24 it states, "Let is be clear that the User ID along with the stated correspondence 
relationships stored in memory constitute the claimed "link reference."" Indeed, a user ID by 
itself identifies a user and does not "identify] a location of the scanned imaging data" as 
claimed. 

If this combination of user ID and correspondence relationships are taken to read on a 
link reference, then for Ogawa to teach the claimed storing step of claim 12, Ogawa must teach 
storing by the scanner both the user ID and the memory means, and/or storing the 
correspondence relationships. This is not taught since Owaga discloses, "Each user of the image 
scanner registers his/her own ID information in the directory associative file shown in Fig. 4 in 
advance. (Ogawa, Col. 4, lines 46-48). Thus, the user ID is not stored by the scanner. As for a 
memory means and relationships, Ogawa discloses, "A file for associating the data items with 
the directories is created in a designated directory by the administration software", which is "run 
by a super-user. 11 (Ogawa, Col. 4, lines 34-37). Figure 4 of Ogawa shows a directory of 
associations, and this information not stored by the scanner. Thus, neither the memory means 
nor the correspondence relationships is stored by the scanner. 

Ogawa fails to teach storing of either of these elements by the scanner and the rejections 
fail to provide any citations to show the contrary. The rejections have merely repeated that user 
IDs exist in Ogawa and that associations exist, but the rejections fail to show the actual claimed 
step of storing a link reference. The claimed "storing" is not taught by Ogawa and thus a prima 
facie anticipation rejection has not been established. The rejection should be reversed. 
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II. Whether Claims 1-9 and 21-23 are unpatentable under 35 U.S.C §103(a) 
over the combination U.S. Patent 6,115,739 to Ogawa and U.S. Patent 6,930,709 to 
Creamer et ah 



Independent Claim 1 

The Examiner's Answer on page 29 relies upon the arguments made under claim 12. No 
additional response was presented. 

Claim 1 recites: 

"a device firmware being part of the scanning device ... and being configured to store a 
link reference to the scanned imaging data in a centralized data store associated to the 
particular user' 1 

As explained in the Appeal Brief, Ogawa fails to teach a scanning device that stores a 
link reference and thus fails to teach the claimed device firmware in a scanning device that stores 
a link reference to the scanned imaging data in a centralized data store. The Examiner asserts 
(under the argument of claim 12), "Let is be clear that the User ID along with the stated 
correspondence relationships stored in memory constitute the claimed "link reference. Even if 
this is read on a link reference, it has been shown that Ogawa does not teach a scanner that stores 
the User IDs and does not store the correspondence relationships. No citations have been 
provided to the contrary. Therefore, Ogawa fails to teach or suggest the elements for which the 
rejection relies upon. Ogawa thus fails to support a prima facie obviousness rejection even when 
combined with Creamer, The rejection cannot stand. 

The Examinees Answer provides no additional response to Appellant's arguments 
relating to Creamer. Thus the arguments presented in the Appeal Brief are repeated and the 
rejections should be reversed. 

Independent Claim 21 

The Examiner's Answer on page 29 relies upon the arguments made under claim 12. No 
additional response was presented. 
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Claim 21 recites a computer program product comprising a computer usable medium 
having computer readable program codes embodied in the medium that when installed in a 
scanning device causes the scanning device to: transfer a link to a composition store associated 
with the user. It has been shown that Ogawa fails to teach or suggest a scanner that stores user 
IDs, memory means, or correspondence information, Thus, Ogawa fails to transfer these 
elements and fails to teach or suggest program codes that cause a scanning device to transfer a 
link to a composition store as claimed. Ogawa fails to teach or suggest the elements for which 
the rejection relies upon. Accordingly, Ogawa fails to support a prima facie obviousness 
rejection even when combined with Creamer. The rejection cannot stand. 

The Examiner's Answer provides no additional response to Appellant's arguments 
relating to Creamer. Thus the arguments presented in the Appeal Brief are repeated and the 
rejections should be reversed. 

Independent Claim 22 

Claim 22 recites a computer program product comprising readable program codes that 
when executed causes a scanning device to perform: causing the link reference to be stored in a 
composition store identified by the composition store reference. For the same reasons as 
previously explained, Ogawa fails to teach the claimed features by a scanning device. A prima 
facie obviousness rejection has not been established even with the teachings of Creamer. 
Appellant repeats the arguments of the Appeal Brief. Thus the rejection should be reversed. 

in. Whether Claim 10 is unpatentable under 35 U.S.C. 103(a) over the 
combination of Ogawa and Creamer and further in view of U.S. Patent 6,182,892 to Angelo 
et aL 

The Examiner's Answer on page 29 relies upon the arguments made under claim 12. No 
additional response was presented. Appellant repeats the arguments of the Appeal Brief and 
those presented herein. Thus the rejection should be reversed. 
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IV* Whether the level of ordinary skill has been properly ascertained 

MPEP §2141.03 requires that Office Actions ascertain and describe the level of the 
hypothetical person of ordinary skill in the art so that objectivity can be maintained. After five 
office actions that did not include this requirement, the level of ordinary skill in the art for the 
first time has been presented in the Examiner's Answer. 

Appellant respectfully disagrees that "anyone who has used a personal computer is one of 
ordinary skill in the art of this particular invention" as stated on page 30 of the Examiner's 
Answer. Anyone who has used a personal computer would include an insurance salesman, a 
secretary, and the like. The claims are directed to the internals of a scanning device, device 
firmware, programming firmware, and the like. One of ordinary skill in the art would be 
someone more like a computer scientist or electrical engineer with at least a bachelor's degree in 
engineering and an understanding of the complex internals of scanners, system programming, as 
well as network communications. Therefore "anyone who has used a personal computer" is not 
the level of a person of ordinary skill in the art. If this has been the standard applied in the 
rejections, then all rejections are improper for this additional reason. 



Appellant respectfully maintains and repeats all previous arguments from the Appeal 
Brief and those presented herein, which show the deficiencies in the rejections. Accordingly, 
Appellant respectfully requests that the Board of Appeals overturn all rejections and allow all 
pending claims. 
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Conclusion 



Respectfully submitted, 




Peter Kraguljac (Reg. No. 38,520) 

(216) 348-5843 
McDonald Hopkins LLC 
600 Superior Avenue, E. 
Cleveland, OH 44114 
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